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In re Brian W. BAIRD, Art F. Diaz, 
William H. Dickstein and 
Charles M. Seymour. 

No. 9a-1262. 

United States Court of Appeals, 
Federal Circuit. 

Jan. 19, 1994. 

Examiner's final rejection of claims of 
patent application, entitled "Flash Fusible 
Toner Resins," as unpatentable on ground of 
obviousness was affirmed by the Board of 
Patent Appeals and Interferences. Appli- 
cants appealed. The Court of Appeals, Lour- 
ie, Circuit Judge, held that: (1) fact that 
many diphenols specifically enumerated in 
prior reference were derivatives of bisphenol 
A did not establish that reference suggested 
selection of bisphenol A itself in preparation 
of flash ftisible toner, and (2) given vast 
numbers of diphenols encompassed by gener- 
ic diphenol formula in reference, and fact 
that diphenols that reference specifically dis- 
closed to be typical, preferred, and optimum 
were different from and more complex than 
bisphenol A, reference did not teach or fairly 
suggest selection of bisphenol A in prepara- 
tion of flash fusible toner. 

Reversed. 

1. Patents <S==324.5, 324.55(2) 

Federal Cii'cuit Court of Appeals re- 
views obviousness determination by Board of 
Patent Appeals and Interferences de novo, 
while it reviews underlying factual findings 
for clear error. 

2. Patents «s=^16.25 

Prior reference did not provide requisite 
motivation for selection of bisphenol A in 
preparation of flash ftisible toner comprising 
polyester of bisphenol A and aliphatic dicar- 
boxylic acid, and thus, reference did not 
teach or fairly suggest selection of bisphenol 
A in preparation of toner resin so as to 
render claim 1 of patent application unpat- 
entable on ground of obviousness, even 
though generic diphenol formula of reference 
encompassed bisphenol A and reference spe- 



cifically disclosed three dicarboxylic acids re* 
cited in claim, given vast number of diphe- 
nols encompassed by generic diphenol formu- 
la in reference and fact that diphenols that 
reference specifically disclosed to be typical, 
preferred, and optimum were different from 
and more complex than bisphenol A 35 
U.S.C.A. § 103. 

3. Patents ^314(5) 

What reference teaches is question of 

fact. 

4. Patents <i>16.25 

Fact that claimed compound may be en- 
compassed by disclosed generic fomula does 
not by itself render compound obvious and 
unpatentable. 35 U.S.C.A. § 103. 

5. Patents <S>16.25 

Fact that many of the diphenols specifi- 
cally enumerated in prior reference were de- 
rivatives of bisphenol A of which flash fusible 
toner of claim 1 for which applicant sought 
patent was comprised did not establish that 
reference suggested selection of bisphenol A 
itself in preparation of toner so as to render 
claim unpatentable on ground of obviousness, 
where, according to specification, diphenol in 
esters of claim could only be bisphenol A. 
and not bisphenol A derivative. 35 U.S.C.A. 
§ 103. 

6. Patents C=>16.25 

Disclosure of millions of compounds does 
not render obvious and unpatentable claim to 
three compounds, particularly when that dis- 
closure indicates preference leading away 
from claimed compounds. 35 U.S.C.A 
§ 103. 



John A. Brady, Lexmark Intern., Inc.. 
Lexington, Kentucky, argued, for appellant. 

Adriene B. Lepiane, Asst. Sol., Office of 
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vey, Sol. and Richard E. Schafer, Associate 
Sol. 

Before MICHEL, PLACER and 
LOURIE, Cii'cuit Judges. 
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, LOURIE, Circuit Judge. 

Applicants Brian W. Baird, Art F. Diaz, 
William H. Dickstein, and Charles M. Sey- 
mour (collectively Baird)* appeal from the 
October 16, 1992 decision of the U.S. Patent 
and Trademark Office (PTO) Board of Patent 
Appeals and Interferences, Appeal No. 92- 
0860, affirming the examiner's final rejection 
of claims 1-5 of application Serial No. 
07/333,524, entitled "Flash Fusible Toner 
Resins," as unpatentable on the ground of 
obviousness under 35 U.S,C. § 103 (1988). 
We reverse. 

BACKGROUND 

Baird*s application is directed to a flash 
fusible toner comprising a polyester of bis- 
phenol A and an aliphatic dicarboxylic acid. 
Synthesis of the toner compositions involves 
the acetylation of bisphenol A and the reac- 
tion of that product with an aliphatic dicar- 



IN RE BAIRD 3gi 

cite as 16 F3d 380 (Fed.Clr. 1994) 

boxylic acid selected from the group consist- 
ing of succinic acid, glutaric acid, and adipic 
acid. The application discloses that toners 
containing bisphenol A have optimal charac- 
teristics for flash fusing including, inter aliOf 
high thermal stability and low critical surface 
energy. 



Claim 1, the only claim at issue, reads as 
follows: 

1. A flash fusible toner comprising a 
binder resin which is a bisphenol A polyes- 
ter containing an aliphatic di[carboxylic] 
acid selected from the group consisting of 
succinic acid, glutaric acid and adipic acid. 

Claim 1 stands rejected as obvious over 
U.S. Patent 4,634,649 to Knapp et al., which 
relates to developer compositions comprised 
of, inter alia, the polymeric esterification 
product of a dicarboxylic acid and a diphenol 
of the following generic formula: 



H(OR>|0--^^|^ 



wherein R is selected from substituted and 
unsubstituted alkylene radicals having 
from about 2 to about 12 carbon atoms, 
alkylidene radicals having from 1 to 12 
carbon atoms and cycloalkylidene radicals 
having from 3 to 12 carbons atoms; IV and 
R" are selected from substituted and un- 
substituted alkylene radicals having from 2 
to 12 carbon atoms, alkylene arylene radi- 
cals having from 8 to 12 carbon atoms and 



arylene radicals; X and X' are selected 
from hydrogen or an alkyl radical having 
from 1 to 4 carbon atoms; and each n is a 
number from 0 (zero) to 4. 
Col. 4, lines 16-38. The Knapp formula con- 
tains a broad range of variables and thus 
encompasses a large number of different di- 
phenols, one of which is bisphenol A, which is 
shown in Baird*s application as having the 
following structure: 



CH- 

c 



Knapp also discloses that the dicarboxylic 
acids have the general formula: 

1- The real parly in interest is Lexmark Interna- tional. Inc. 



HOOCR" 'nsCOOH 



ocQT AVAILABLE COPY 



382 



16 FEDERAL REPORTER, 3d SERIES 



wherein R"' is a substituted or unsubsti- 
tuted alkylene radical having from 1 to 12 
carbon atoms, arylene radicals or alkylene 
arylene radicals having from 10 to 12 car- 
bon atoms and na is a number of less than 
2. 

CoL 5, lines ^14. Twenty typical dicarbox- 
ylic acids are recited, including succinic acid, 
glutaric acid, and adipic acid, the dicarboxylic 
acids recited in claim 1. 

The examiner rejected claim 1 as obvious 
on the ground that Knapp specifically dis- 
closes as components of his esters the three 
dicarboxylic acids recited in claim 1 and a 
generic formula which encompasses bisphe- 
nol A. Recognizing that bisphenol A is de- 
fined when certain specific variables are cho- 
sen, the examiner reasoned that bisphenol A 
**may be easily derived from the generic for- 
mula of the diphenol in [Knapp] and all the 
motivation the worker of ordinary skill in the 
art needs to arrive at the particular polyester 
of the instant claim[ ] is to follow [that formu- 
la]." 

The Board upheld the examiner's rejection. 
It rejected Baird^s argument that there was 
no motivation for one to select bisphenol A 
from Knapp and summarily concluded that 
"the fact that [the claimed] binder resin is 
clearly encompassed by the generic disclo- 
sure of Knapp . . . provides ample motivation 
for the selection of [the claimed composi- 
tion]." Slip op. at 3. The Board's decision 
was affirmed on reconsideration. 

DISCUSSION 

[1] The only issue before us is whether 
the record supports the Board's conclusion 
that, in view of the teachings of Knapp, the 
claimed compounds^ would have been obvi- 
ous to one of ordinary skill in the art. We 
review an obviousness determination by the 
Board de novo, while we review underlying 
factual findings for clear error. In re Beat- 
tie, 974 F.2d 1309, 1311, 24 USPQ2d 1040, 
1041 (Fed.Cir.1992). 

[2] Baird does not dispute the fact that 
the generic diphenol formula of Knapp en- 

2. Since the toner, the resin, and the polyester 
compounds appear to be treated in the Board 
opinion and patent application as synonymous, 



compasses bisphenol A- Nor does Baird dis- 
pute that Knapp specifically discloses the 
three dicarboxylic acids recited in claim 1. 
Rather, Baird argues that there is no sugges- 
tion in Knapp to select bisphenol A from the 
vast number of diphenols covered by the 
generic formula and that the Board thus 
erred in concluding that the claimed com- 
pounds would have been obvious. 

[3, 4] What a reference teaches is a ques- 
tion of fact. Beattie, 974 F.2d at 1311, 24 
USPQ2d at 1041. The fact that a claimed 
compound may be encompassed by a dis- 
closed generic formula does not by itself 
render that compound obvious. In re Jones, 
958 F.2d 347, 350, 21 USPQ2d 1941, 1943 
(Fed.Cir.1992) (rejecting Commissioner's ar- 
gument that "regardless [] how broad, a 
disclosure of a chemical genus renders ob\i- 
ous any species that happens to fall within 
it"). Jones involved an obviousness rejection 
of a claim to a specific compound, the 2-(2'- 
anunoethoxy)ethanol salt of 2-methoxy-33- 
dichlorobenzoic acid (dicamba), as obvious in 
view of, inter alia, a prior art reference 
disclosing a genus which admittedly encom- 
passed the claimed salt. We reversed the 
Board's rejection, reasoning that the prior 
art reference encompassed a **potentially infi- 
nite genus" of salts of dicamba and listed 
several such salts, but that it did not disclose 
or suggest the claimed salt. Id. 

In the instant case, the generic diphenol 
formula disclosed in Knapp contains a large 
number of variables, and we estimate that it 
encompasses more than 100 million different 
diphenols, only one of which is bisphenol A. 
While the Knapp formula unquestionably en- 
compasses bisphenol A when specific varia- 
bles are chosen, there is nothing in the dis- 
closure of Knapp suggesting that one should 
select such variables. Indeed, Knapp ap- 
pears to teach away from the selection of 
bisphenol A by focusing on more complex 
diphenols, including 2,2-bis(4-beta-hydroxye- 
thoxyphenyDpropane, 2,2-bis(4-hydroxypro- 
poxyphenyDpropane, and 2,2-bis(4-hydrox}-i5- 
opropoxyphenyl)propane. Col. 4, lines 51-64. 
Knapp teaches that in prefeiTed diphenols, R 

and the PTO has premised its obviousness rejec- 
tion on the obviousness of the compounds, we 
will treat this case accordingly. 
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jj3S 2 to 4 carbon atoms and R' and R" have 
3 to 4 carbon atoms, and in "optimum" diphe- 
nols» R is an isopropylidene radical, R' and 
are selected from the group consisting of 
propylene and butylene radicals, and n is 
one. Col. 4, lines 38-47. Knapp further 
states that the diphenol in the preferred 
polyester material is 2,2-bis(4-hydroxyisopro- 
poxyphenyl)propane. Col. 5, lines 36-^. 
Fifteen typical diphenols are recited. None 
of them, or any of the other preferred phe- 
nols recited above, is or suggests bisphenol 
A 

[5] The Commissioner repeatedly empha- 
sizes that many of the diphenols specifically 
enumerated in Knapp are derivatives of bis- 
phenol A. He argues that Knapp thus sug- 
gests the selection of bisphenol A itself. We 
disagree, because, according to the specifica- 
tion, the diphenol in the esters of claim 1 can 
only be bisphenol A, not a bisphenol A deriv- 
ative. While Knapp may suggest certain 
complex bisphenol A derivatives, it does not 
describe or suggest bisphenol A and there- 
fore does not motivate the selection of bis- 
phenol A. 

[6] "[A] reference must be considered not 

only for what it expressly teaches, but also 
for what it fairly suggests." In re Burckel, 
592 F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 
1979). Given the vast number of diphenols 
encompassed by the generic diphenol formu- 
la in Knapp, and the fact that the diphenols 
<. that Knapp specifically discloses to be "typi- 
cal," "preferred," and "optimum" are differ- 
ent from and more complex than bisphenol 
A, we conclude that Knapp does not teach or 
fairly suggest the selection of bisphenol A. 
See In re Bell, 991 F,2d 781, 26 USPQ2d 
1529 (Fed.Cir.1993) (DNA sequence would 
not have been obvious in view of prior art 
reference suggesting a nearly infinite num- 
ber of possibilities and failing to suggest why 
among all those possibilities one would seek 
the claimed sequence). A disclosure of mil- 
lions of compounds does not render obvious a 
claim to three compounds, particularly when 
that disclosure indicates a preference leading 
away from the claimed compounds. 



CONCLUSION 



The Board clearly erred in finding that 
Knapp would have provided the requisite 
motivation for the selection of bisphenol A in 
the preparation of the claimed compounds. 
Accordingly, the decision of the Board af- 
firming the rejection of claim 1 as obvious 
over Knapp is reversed. 



COSTS 



No costs. 
REVERSED 
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UNITED STATES, Defendant-Appellee. 
No. 93-5045. 

United States Court of Appeals, 
Federal Circuit. 



Feb. 8, 1994. 



Government moved to dismiss petitions 
for readjustment filed by partnerships. The 
United States Claims Court, Margolis, J., 26 
Cl.Ct. 1245, dismissed petitions, and partner- 
ships appealed. The Court of Appeals, Nies, 
Chief Judge, held that: (1) partners who 
became general partners for limited purpose 
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